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DETAILED ACTION 

1 . This Office Action is responsive to the Application filed 9/29/2003. 

Specification 

2. The disclosure is objected to because of the following informalities: 

On page 6, line 32, the number "321" should be deleted and replaced with 
the number -322-. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 1-8 are rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. 

Regarding claim 1, which is directed to a network address translation system. In 
order for claimed subject matter to be statutory, it must have a useful, concrete, and 
tangible result. In this case, the result is useful and concrete, but it is not tangible. The 
mere act of assigning an IP address does not store anything, nor does it make any 
information available to a user. 

Claims 2-4, which is dependent on claim 1 adds no tangible result to the system 
and so is rejected for the same. 

Regarding claim 5, which is directed to a method using network address 
translation. In order for claimed subject matter to be statutory, it must have a useful, 
concrete, and tangible result. In this case, the result is useful and concrete, but it is not 
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tangible. The mere act of assigning an IP address does not store anything, nor does it 
make any information available to a user. 

Claim 6-8, which is dependent on claim 5 adds no tangible result to the system 
and so is rejected for the same. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 4 and 8 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding claims 4 and 8, which claim that if a data transmission is sent 
from the Protocol Engine (PE) to the Function Management System (FMS), the 
PE's private IP address should be appended as the destination address for the 
data transmission. This would in effect cause the PE to be unable to 
communicate with the FMS, as all transmissions it would attempt to send to the 
FMS would be rerouted back to the PE. 

The examiner's interpretation of the claim is that the PE's private address 
was meant to be appended as the source address for the data transmission. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-3 and 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable 

♦ 

over The applicant's admitted prior art drawing Figure 5 in view of Bhatia et al. (US 
6023724), hereafter Bhatia. 
Figure 5 discloses: 

A network address translation system (Fig. 5) for isolating internal IP traffic 
from external IP traffic in the Inter-Working Function of a Global System for 
Mobile Communications network (Fig. 5, 301), comprising: 

network means for interconnecting (Fig. 5, Ethernet Switch 314) an Inter- 
Working Function Protocol Engine (Fig. 5, 312) and an Inter-Working Function 
Management System (Fig. 5, 311), located in said Inter- Working Function; 

external IP address means for assigning said port of said Inter-Working 
Function Protocol Engine with a public IP address for access from a source 
located external to said Inter-Working Function (321 , since the address has been 
assigned, means for assigning are inherent); 

L2TP network server means (303) connected to said network means (314) 
for interconnecting said network means with the Internet. (Fig. 5) 
Admitted prior art Figure 5 discloses all of the limitations of claims 1-3 and 5-7 
' except for internal IP address means, routing means, and address means for 
appending. 

Regarding the missing limitations, Bhatia teaches: 
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internal IP address means for assigning a port of said Inter-Working 
Function Protocol Engine with a private IP address for use exclusively on said 
network means; (Col 1 1 , lines 59-62 state that LAN modem 300 assigns a private 
address to both terminals 10e and 10f) 

routing means for assigning a one of said private and public IP addresses 
to data transmissions received at said network means and associated with said 
port of said Inter-Working Function Protocol Engine. (Col 12, lines 10-25 describe 
the routing means that assign IP addresses to data transmissions received.) 

address means for appending said assigned public IP address to said 
data transmission as a source address when said port of said Inter-Working 
Function Protocol Engine is a source of said data transmissions for transmission 
to said L2TP network server means. (Col 12 lines 17-23 discloses that packets 
heading to the ISP have their address changed .(appended) to use the public IP 
address.) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the admitted prior art of Figure 5 to include the use of the IP address 
means, routing means and address means of Bhatia in order to significantly reduce time 
and costs associated with establishing, configuring and using a LAN for a workgroup as 
well as with connecting each client therein to a remote network service provider. 
(Bhatia, Col 4, lines 27-30) 
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8. Claims 4 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

■ * 

the admitted Prior Art Figure 5 and Bhatia as applied to claims 1-3 and 5-7 above, and 
further in view of Warrier et al. (US 2002/0116523), hereafter Warrier. 

Prior Art Figure 5 and Bhatia teach all the limitations of claims 4 and 8 except for: 

* 

address means for appending said assigned private IP address to said 
data transmission as a destination address when said port of said Inter-Working 
Function Protocol Engine is a source of said data transmissions for transmission 
to said Inter-Working Function Management System. (Note examiner's 
iriterpretation in the above 112 rejection.) 

The general concept of assigning a source address to a data packet based on 
the destination of the data packet is well known in the art as taught by Warrier. (Fig. 3, 
steps 307-317) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the admitted Prior Art Figure 5 and Bhatia with the general concept 
of assigning a source address to a data packet based on the destination of the data 
packet as taught by Warrier in order to reduce round trip time by allowing the 
destination if in the same private network to respond directly within the private network 
without having to have the request routed through the public network. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael E. Keefer whose telephone.number is (571) 
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270-1591 . The examiner can normally be reached on Monday-Thursday 8am-5pm, 
second Fridays 8am-4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examinees 
supervisor, Frantz Jules can be reached on (571) 270-1808. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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